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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 17 October 2003 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 26-42 is/are pending in the application. 

4a) Of the above claim(s) 36-39 and 41 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) KI Claim(s) 26-35.40 and 42 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a>n All b)D Some * c)D None of: 

1 -D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) p| Notice of References Cited (PTO-892) 4) Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) CI Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) Egl Other: appended papers . 
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DETAILED ACTION 

Specification 
Priority Information 

This application is a divisional of copending U.S. Patent Application No. 09/746,392, 
filed December 21, 2000, which is a continuation-in-part of U.S. Patent Application No. 
09/542,178, filed April 4, 2000, now abandoned, which was a continuation of U.S. Patent 
Application No. 09/255,472, filed February 23, 1999, now U.S. Patent No. 6,321,984, which was 
a continuation-in-part of U.S. Patent Application No. 09/026,634, filed February 20, 1998, now 
U.S. Patent No. 6,1 12,981, which claimed the benefit of the filing date of U.S. Provisional 
Application No. 60/039,007, filed February 25, 1997. 

Status of the Claims 

Claims 26-35, 40 and 42 are currently pending in the Instant Application following a 
restriction without traverse and claims 36-39 and 41 are withdrawn from further consideration. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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Claims 3 1-32 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Here, it appears that the specification does not support the steps of calculating a 
maximum number of gallons of fuel that can be dispensed at the customer's computed PPU 
discount, nor does it enable the steps of determining the quantity or number of gallons remaining 
that can purchased at the customer's computed PPU discount subsequent to dispensing the fuel in 
the current transaction. For examination purpose, the claims will be broadly interpreted. 



Double Patenting 

The non-statutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 R2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) maybe used to 
overcome an actual or provisional rejection based on a non-statutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 



Claims 40 and 42 are rejected under the judicially created doctrine of double patenting 
over claiml2 of U. S. Patent No. 6, 332,128 since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the Patent. 

The subject matter claimed in the Instant Application is fully disclosed in the Patent and 
is covered by the Patent since the Patent and the Application are claiming common subject 
matter, as seen in the table below- 



Comparison Table 1 



Application No. 10/679, 860 
Claim 40 


US Patent 6, 332,128 

Claim 12 


40. (New) A method of providing a discount on a desired 

product or service to a customer 

who purchases at least one cross-marketed product or 

service, said method comprising the steps of: 

awarding a first discount amount on the desired product 

to the customer based on a purchase 

by the customer of a first cross -marketed product or 

service; 

assigning a customer identification to the customer; 

storing the first discount amount in a discounts issued 
database that associates the first 
discount amount with the customer identification; 
inputting by the customer in a subsequent transaction, the 
customer identification; 

retrieving the first discount amount from the discounts 


12. A method of providing a discount on a price-per-unit (PPU) 
of a consumable good sold in multiple units to a customer who 
purchases at least one cross-marketed product, said method 
comprising the steps of: 

awarding a first discount on the PPU of the consumable good to 
the customer in response to a purchase bv the customer of a first 
cross-marketed product; 

issuing a coupon to the customer, said coupon providing a 
customer identification and a transaction identification: 

storing the first discount in a discounts issued database which 
associates the first discount with the customer identification and the 
transaction identification; 

inputting by the customer in a subsequent transaction, the customer 
identification and the transaction identification; 

retrieving the first discount from the discounts issued database; and 

reducing the PPU of the consumable good bv the first discount. 
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issued database; and 

reducing the price of the desired product or service by 

the first discount amount. 



Here, claim 40, for example, of the Instant Application Serial No. 10/679, 860 
substantially recites the limitations of claim 1 of US Patent 6, 332, 128. Claim 40 merely omits 
the underlined limitations of claim 12 of the US Patent and replaces them with the bolded 
limitations as shown in comparison table 1 above. 

Therefore, it would have been obvious to one of ordinary skill in the art of marketing at 
the time of the invention to modify the cited features as indicated in claim 40 of the Application 
since the omission and/or addition of the cited limitations would have not changed the system, as 
disclosed in the Patent, according to which a customer receives a first discount on a product 
(fuel) for purchasing a first cross-marketed item and redeems the first discount on the product in 
a subsequent transaction after the customer has been identified at a POS, as would have 
understood one of ordinary skill in the art. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless- 

(c) he has abandoned the invention. 

The present invention was originally claimed in US Non-Provisional Patent Application 
09/759,023 (as an amendment mailed on Dec 06, 2001) to Randy Nicholson from AutoGas 
Systems, Inc. and filed on January 10, 2001 as a divisional of US Patent Application 09/253, 
275, filed on February 19, 1999, now US Patent 6, 332, 128, and claiming priority to Provisional 
Application 60/093813, filed on July 23, 1998 (See appended papers). Further, US Non- 
Provisional Patent Application 09/759,023 was intentionally, purposely or deliberately 
abandoned by the Applicant, responding to an Examiner's inquiry, on January 09, 2003 for 
failure to comply with the provisions of 37 CFR 1.134-1.135. 

(UNDER 35 U.S.C. 102(c), AN ABANDONMENT MUST BE INTENTIONAL 
"Actual abandonment under 35 U.S.C. 102(c) requires that the inventor intend to 
abandon the invention, and intent can be implied from the inventor's conduct with respect 
to the invention. In re Gibbs, 437 F.2d 486, 168 USPQ 578 (CCPA 1971). Such intent 
to abandon the invention will not be imputed, and every reasonable doubt should be 
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resolved in favor of the inventor." Ex parte Dunne, 20 USPQ2d 1479 (Bd. Pat. App. 
& Inter. 1991)). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 26-30 and 33-35, 40 and 42 are rejected under 35 U.S.C. 102(e) as being 
anticipated by McCall et al, US Patent 6,321, 984B1. 

The Applied reference is prior art because of the following- 

(IF THERE IS ANY DIFFERENCE IN THE INVENTIVE ENTITY, THE 
REFERENCE IS "BY ANOTHER" 

"Another" means other than applicants, In re Land, 368 F.2d 866, 151 USPQ 621 
(CCPA 1966), in other words, a different inventive entity. The inventive entity is 
different if not all inventors are the same. The fact that the application and reference have one or 
more inventors in common is immaterial Ex parte DesOrmeaux, 25 USPQ2d 2040 
(Bd. Pat. App. & Inter. 1992) (The examiner made a 35 U.S.C. 102(e) rejection based 
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on an issued U.S. patent to three inventors. The rejected application was a continuation- 
in-part of the issued parent with an extra inventor. The Board found that the patent was 
"by another" and thus could be used in a 35 U.S.C. 102(e) /103 rejection of the 
application.). 

A DIFFERENT INVENTIVE ENTITY IS PRIMA FACIE EVIDENCE THAT 
THE REFERENCE IS "BY ANOTHER" 

As stated by the House and Senate reports on the bills enacting section 35 U.S.C. 
102(e) as part of the 1952 Patent Act, this subsection of 102 codifies the Milburn rule of 
Milburn v. Davis-Bournonville, 270 U.S. 390 (1926). The Milburn rule authorized the 
use of a U.S. patent containing a disclosure of the invention as a reference against a later 
filed application as of the U.S. patent filing date. The existence of an earlier filed U.S. 
application containing the subject matter claimed in the application being examined 
indicates that applicant was not the first inventor. Therefore, a U.S. patent , a U.S. 
patent application publication or international application publication, by a different 
inventive entity, whether or not the application shares some inventors in common with the 
patent, is prima facie evidence that the invention was made "by another" as set forth in *> 
35 U.S.C< 102(e). In re Mathews, 408 F.2d 1393, 161 USPQ 276 (CCPA 1969); In 
re Facius, 408 F.2d 1396, 161 USPQ 294 (CCPA 1969); Ex parte DesOrmeaux, 25 
USPQ2d 2040 (Bd. Pat. App. & Inter. 1992). See MPEP > § 706.02(b) and< 
§ 2136.05 for discussion of methods of overcoming > 35 U.S.C.< 102(e) rejections. 
2136.05 [R-l]). See MPEP 2136.04. 
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Furthermore, until now Inventor Randy Nicholson, the new inventor in the Instant 
Application, has never been associated with the series of Applications/US Patents as shown in 
the Priority Section above. 

As per claim 26, McCall et al. disclose a method comprising the following steps- 

26. 

Posting the street price on display 20a of a fuel dispenser 112 corresponding with fuel 
dispenser system 110 of fig. 5; 

Inputting customer identification information through an input device or scanning bar 
code reader 120 of fig. 5 or Keyboard 212 of fig. 8 connected to the fuel dispenser; 

Associating with the customer identification information, a price-per-unit (PPU) 
difference, which represents the actual discount given to the identified customer, from the 
posted street price of the fuel; and 

Applying the associated PPU difference to the posted street price to arrive at a discounted 
PPU for the customer ( Reducing the posted street price on the fuel dispenser, prior to dispensing 
any fuel, by an amount equal to the PPU or PPG difference associated with the customer 
identification information to arrive at a predetermined PPU for the customer). 

(See figs 5, 8 and 9; Col. 2: 37-57). 

As per claim 27, McCall discloses the step of inputting customer identification 
information through an input device selected from the group consisting of: 
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A magnetic card reader 96 of fig. 4a; 

A bar code reader 22 of fig. 1 or 90 of fig. 4a; 

A personal identification number (PIN) or code entry pad or keypad or keyboard 212 of 
fig. 8; and 

A radio frequency identification (RFID) device or a transponder device (Inherent in the 
reference-Col. 11: 66 to col. 12: 18). 

As per claim 34, McCall et al. further disclose a system comprising the following 
limitations- 

34. 

A fuel dispenser 18 of fig. 1 having a display 20a for posting the street price (fig. 1); 

An input device or bar code reader 22 of fig. 1 or bar code reader 90 of fig. 4a or 
magnetic strip reader 96 of fig. 4a or keypad 212 of fig. 8 for inputting customer identification 
information encoded on a bar coded card 80 having bar coded or optical data 82 or printed 
or encoded on receipt 130 of fig. 6; 

A database 206 of fig. 8 that stores a plurality of predetermined prices-per-unit (PPUs) 
for the fuel; 

A processor 204 of fig. 8 that associates with the customer identification information, a 
predetermined PPU from the database, and applies the predetermined PPU to a fuel sales 
transaction with the customer; and 

(figs. 8, 9 and 10;col. 8: 5-62). 
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As per claim 35, McCall further discloses a dispenser controller 26 of fig. 8 that reduces 
the street price posted on the dispenser to the predetermined PPU associated with the customer 
identification information prior to dispensing any fuel to the customer. The dispenser controller 
is also operable to display a Price Per Gallon (PPG or PPU) or street price during a fuel 
transaction. See figs. 8, 9 and 10;col. 8: 5-62. 

As per claims 28-30, 33, 40 and 42, McCall discloses a system having a customer reward 
data processing system with a fuel dispensing apparatus to allow a retailer to authorize 
discounted fuel or other marketing promotions in accordance with a customer's achievement of 
predefined purchasing criteria, such as the purchase one or more cross-marketed or promo 
products and/or volume purchase, wherein the purchase of one or more promo products may 
trigger a discount on the price per gallon of fuel at a participating gas station. Broadly stated, a 
data processing system is provided that implements a customer reward program (loyalty program 
or membership program) and includes a database that creates and maintains records associated 
with customers who make purchases at associated stores. The reward system will track the 
customer purchases and compare them with a predefined criteria to determine when a fuel 
discount (or a price per unit discount on fuel) is to be provided. These predefined criteria may 
include whether the customer purchased items from a group of designated or cross-marketed 
products (e.g. promotional items) exceeded a quantity threshold, a dollar value threshold, made 
purchases made on specific dates, etc. When a customer meets one of the predefined criteria, the 
reward system will authorize a fuel discount or reward and provide the customer with a 
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mechanism (magnetic card or printed receipt) to obtain the discounted fuel. This mechanism can 
include a bar coded receipt, data on a magnetic stripe card, an authorization identification 
number sequence, or the like. The reward system also notifies a controller in the fuel dispensing 
apparatus that a discount fuel sale is authorized for a specific authorization code, as well as the 
amount of the discount, e.g. $0.10 dollars per gallon. When purchasing fuel, the customer inputs 
the received authorization code at the pump by scanning in the bar code from the receipt, 
swiping a magnetic card, entering a code on a key pad, or the like. The pump controller then 
compares the customer entered authorization code with the code received from the reward 
system. The pump controller then adjusts the purchase price by subtracting the discount amount 
and allows the fuel to be dispensed at that rate for this transaction only. At this time a point of 
sale terminal associated with the fuel dispensing apparatus may also be notified of the adjusted 
fuel price. Finally, upon completion of the transaction, the controller notifies the reward system 
that the discount fuel has been purchased by the customer. The reward system then updates the 
record for this customer accordingly. This information is then available to the retailer that sets 
the purchasing criteria to use to develop new marketing strategies. That is, the retailer needs to 
know that a certain promotional activity is working in order to determine whether to continue 
with the existing purchase criteria or change the criteria to attract a larger number of customers 
(Col. 2: 20-67; figs 1, 5-6 and, 8-10). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 31-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over McCall et 
al. in view of Rudd, US Patent 3, 852, 576A published in 1974. 

Here, McCall et al do not explicitly disclose a method or system for allowing an 
identified customer to purchase or dispense a maximum number of gallons (a certain quantity) 
of gasoline at a predetermined PPU or PPG (price per gallon) discount. 

However, Rudd discloses a system wherein a customer may be rewarded for purchasing a 
certain number of gallons of gasoline. A predetermined total is pre-calculated to correspond to a 
given cash discount per gallon. Further, the reward or bonus may be in the form of a quantity of 
gasoline (maximum number of gallons) credited to the customer, in which case an accumulator 
or module would include a separate digital counter and indicator showing the total number of 
gallons or credit units credited to the customer, this latter information being needed to maintain 
accurate control from a management point of view (col. 1: 47 to col. 2: 7). 

Therefore, an ordinary skilled artisan would have been motivated at the time of the 
invention to incorporate Rudd's teachings into McCall et al system so as to provide a discount or 
reward or bonus to a qualified customer based upon some predetermined criteria, wherein the 
discount allows the identified customer to purchase a certain quantity (maximum number of 
gallons) of gasoline at a pre-calculated price-per-gallon or PPG (PPU), thereby limiting the 
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amount of gasoline that can be dispensed by the identified customer at the current PPG during a 
single transaction at a gas station, especially if the price difference between the posted price and 
the pre-calculated PPG is significant while encouraging the identified customer to return to the 
gas station or an associated station to purchase more gasoline and/or redeem any residual 
discount that was not used during the previous transaction since the identified customer was 
allowed to dispense only an exact quantity of gasoline. 



Any inquiry concerning this communication from the Examiner should be directed to 
Jean D. Janvier, whose telephone number is (703) 308-6287). The aforementioned can normally 
be reached Monday-Thursday from 10:00AM to 6:00 PM EST. If attempts to reach the Examiner 
by telephone are unsuccessful, the Examiner's Supervisor, Mr. Eric W. Stamber, can be reached 
at (703) 305- 8469. 

For information on the status of your case, please call the help desk at (703) 308- 
1113. Further, the following fax numbers can be used, if need be, by the Applicant(s): 
After Final- 703-872-9327 
Before Final -703-872-9326 

Non-Official Draft- 703-746-7240 

Customer Service- 703-872-9325 



Conclusion 



JDJ 




